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DETAILED ACTION 
Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification sliall conclude witli one or more claims particularly pointing out and distinctly 
5 claiming the subject matter which the applicant regards as his invention. 

Claims 1 and 3-6 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
10 applicant regards as the invention. 

Regarding claim 1, it is unclear what the limitation "frame" is being referred to In 
line 1 1 because it is not known whether this is the previously defined frame or a 
different one. 

Regarding claims 3 and 6, it is unclear what the limitation "frame" is being 
15 referred to in the claims. There is a lack of antecedent basis for this limitation for the 
plurality of frames in the claim. It is suggested to amend the claims to clearly define 
which frame is being discussed in the claims. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
20 obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
25 Patentability shall not be negatived by the manner in which the invention was made. 
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Claims 1, 2, 4, and 5 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Hamazaki et al. (JP 1 1-354089A) (hereinafter "Hamazaki") in view of Masumoto et 
al. (U.S. Patent No. 6,861,821) (hereinafter "Masumoto"). 

Regarding claim 1, Hamazaki teaches a battery pack comprising: a plurality of 
5 rechargeable batteries (nickel-metal hydride rechargeable batteries) in a battery case 
(case 2) and sealing an open end of the case with a sealing plate, an electrode terminal 
(3) being provided in the sealing plate; a circuit substrate (circuit board 5) formed to 
manage all of the rechargeable batteries; and a pack case (case 2) for accommodating 
the rechargeable batteries and the circuit substrate (5), wherein: the plurality of 
1 0 rechargeable batteries are held by a frame (see fig. 1 ) in such an arrangement that the 
batteries are oriented in the same direction on their sealing-plate side. The circuit board 
(5) is mounted on the case (2) in a way that the circuit board (5) position on the sealing 
plate side of the plurality of the batteries. (see pars. 0013-0014; figs. 1 and 2). 

Although, Hamazaki does not specifically teach a liquid electrolyte in the battery 
15 case it is inherent that the individual nickel metal hydride cell inherently comprises a 
liquid electrolyte and electrode assembly in a battery case. 

Hamazaki does not teach the case accommodating a liquid electrolyte in the 
battery case and the sealing open end of the case with a sealing plate or that a resin 
mold is provided for covering a necessary surface of the circuit substrate with a resin 
20 after the circuit substrate is electrically connected to the rechargeable batteries and to 
the input and output terminals or that the batteries are in a prismatic shape. 
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The applicant is advised that the Supreme Court recently clarified that a claim 
can be proved obvious merely by showing that the combination of known elements was 
obvious to try. In this regard, the Supreme Court explained that, "[w]hen there is a 
design need or market pressure to solve a problem and there are a finite number of 
5 identified, predictable solutions, a person of ordinary skill in the art has a good reason to 
pursue the known options within his or her technical grasp." An obviousness 
determination is not the result of a rigid formula disassociated from the consideration of 
the facts of the case. Indeed, the common sense of those skilled in the art demonstrates 
why some combinations would have been obvious where others would not. The 

1 0 combination of familiar elements is likely to be obvious when it does no more than yield 
predictable results. See KSR Int'l v. Teleflex Inc., 127 Sup. Ct. 1727, 1742, 82 USPQ2d 
1385, 1397 (2007) (see MPEP § 2143). 

In that regard, Masumoto teaches a resin is filled between the battery (101) and 
the terminal plate (102) after the PTC element (circuit substrate 1 10) is electrically 

15 connected to the positive and negative terminals of the battery, which covers the 
necessary surface of the circuit substrate to make them integral with one another. 
Masumoto also teaches that the batteries are in a prismatic shape (see col. 10, lines 14- 
16 and 32-55 and col. 1 1 , lines 39-61 ; figs. 3B and 6A). 

Therefore, it would be obvious to one with ordinary skill in the art to combine the 

20 battery pack to have prismatic batteries and to have a sealing plate that includes a resin 
that covers the necessary surface of the circuit substrate to make the battery and the 
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Regarding claim 2, Hamazal<i teaclies a battery pacl< comprising a plurality of 
5 rechargeable batteries (nickel-metal hydride rechargeable batteries) in a battery case 

and a sealing an open end of the case with a sealing plate, an electrode terminal (3) 
being provided in the sealing plate; a circuit substrate (5) formed with a battery 
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managennent circuit for managing the operating state of each rechargeable battery; and 
a pacl< case (case 2) for accommodating the rechargeable batteries and the circuit 
substrate (5), wherein: the plurality of the rechargeable batteries are held by a frame in 
such an arrangement that the batteries are oriented in the same direction on their 
5 sealing-plate side; the plurality of rechargeable batteries are connected in series and/or 
parallel by joining the connection plate (10). Also, the connection plate (10) has a 
connection projection (9) inserted into the connection hole (4) of the circuit substrate 
(see par. 0013-0014; figs. 1 and 2). 

Regarding claim 4, Hamazaki and Masumoto teach all of the positively recited 
10 elements of claim 1. 

Hamazaki does not specifically teach that the battery pack has a resin mold that 
covers a surface on which electronic components are mounted, including electrically 
conductive parts. 

However, Masumoto teaches that the resin mold covers all of the electronic 
1 5 components between the battery (plain battery 1 01 ) and the terminal plate (1 02) on the 
surface where the electronic components are mounted to be integral with one another to 
exhibit excellent bonding strength, electrical insulation, chemical resistance, and to 
adverse any adverse thermal effects (see col. 10, lines 32-55 and col. 11, lines 39-61; 
fig 6A). The combination of familiar elements is likely to be obvious when it does no 
20 more than yield predictable results. See KSR Int'l v. Teleflex Inc., 127 Sup. Ct. 1727, 
1742, 82 USPQ2d 1385, 1397 (2007) (see MPEP § 2143). 
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Therefore, it would have been obvious to one with ordinary skill in the art to 
combine the battery pack to have a resin that covers the necessary surface of the circuit 
substrate to make the battery and the terminal plate integral with one another to exhibit 
excellent bonding strength, electrical insulation, chemical resistance, and to adverse 
5 any adverse thermal effects. 

Regarding claim 5, Hamazaki and Masumoto teach all of the positively recited 
elements of claim 1 . 

Hamazaki teaches a battery pack with a recess located in the frame on the 
sealing side of the plate (see fig. 2). 
10 Hamazaki does not specifically teach a resin mold Is formed by filling In a recess 

in which a circuit substrate is accommodated to cover the circuit substrate. 

Masumoto teaches the battery, wherein the resin mold (103) is formed by filling a 
resin In a recess located In a frame between the battery and the terminal plate (102) In 
which the circuit substrate (3) is accommodated to cover the circuit substrate (3) on the 
15 side of the sealing plate, and the resin being used to make the parts integral to one 
another to exhibit excellent bonding strength, electrical insulation, chemical resistance, 
and to adverse any adverse thermal effects (see col. 11, lines 39-61 ; fig. 6A and 1 1A). 
The combination of familiar elements Is likely to be obvious when It does no more than 
yield predictable results. See KSR Int'l v. Teleflex Inc., 127 Sup. Ct. 1727, 1742, 82 
20 USPQ2d 1 385, 1 397 (2007) (see MPEP § 21 43). 

Therefore it would be obvious to one with ordinary skill in the art to combine the 
recess located in the battery pack to have a resin that covers the entire recess in which 
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the circuit substrate is accommodated to make the parts integral to one another to 
exhibit excellent bonding strength, electrical insulation, chemical resistance, and to 
adverse any adverse thermal effects. 
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5 Claims 3 and 6 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Hamazaki in view of Masumoto in further view of Hamada et al. (U.S. Patent Pub. No. 
2004/0058233) (hereinafter "Hamada"). 

Regarding claims 3, Hamazaki and Masumoto teach all of the positively recited 
elements of claim 1 . 

10 Hamazaki teaches the battery pack, wherein the rechargeable batteries are held 

by the frame in a parallel spaced relationship (see fig. 1). 

Hamazaki does not teach that the rechargeable batteries are of a flat prismatic 
shape, where the largest flat surfaces are directed opposite of each other. 

However, Hamada teaches the batteries having a flat prismatic shape, where the 
15 largest flat surfaces are being directed opposite each other (see pars. 0008, 00029- 
0030; fig. 1). The change in form or shape, without any new or unexpected results, is 
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an obvious engineering design. See In re Dailey, 149 USPQ 47 (CCPA 1976) (see 
MPEP§ 2144.04). 

Therefore, it would be obvious to one with ordinary sl<ill in the art to change the 
shape of the rechargeable batteries if it did nothing more than fit the battery pack and 
5 structure. 

Fig. t 




Regarding claim 6, Hamazaki teaches all of the positively recited elements of 
claim 2. 

10 Hamazaki teaches the battery pack, wherein the rechargeable batteries are held 

by the frame in a parallel spaced relationship (see fig. 1). 

Hamazaki does not teach that the rechargeable batteries are of a flat prismatic 
shape, where the largest flat surfaces are directed opposite of each other. 
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However, Hamada teaches the batteries having a flat prismatic shape, where the 
largest flat surfaces are being directed opposite each other (see pars. 0008, 00029- 
0030; fig. 1). The change in form or shape, without any new or unexpected results, is 
an obvious engineering design. See In re Dailey, 149 USPQ 47 (CCPA 1976) (see 
5 MPEP§ 2144.04). 

Therefore, it would be obvious to one with ordinary skill in the art to change the 
shape of the rechargeable batteries if it did nothing more than fit the battery pack and 
structure. 

Conclusion 

1 0 Any inquiry concerning this communication or earlier communications from the 

examiner should be directed to PATRICIA DAVIS whose telephone number is (571)270- 
7868. The examiner can normally be reached on 7:30am-5pm EST. Monday-Friday, 
alternate Fridays off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 

15 supervisor, Brian Sines can be reached on 571-272-1263. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 

20 Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
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Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



5 

P.D. 

/Jonathan Crepeau/ 

Primary Examiner, Art Unit 1795 



